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REMARKS 

The allowance of claims 1-9 and 1 1-17 in the Office action of 
January 22, 2010, is gratefully acknowledged. 

In the Office Action of January 22, 2010, claims 18-20 and 23-28 
were rejected as being unpatentable over Hurwitz et al., (U.S. Pat. Pub. 
No. US 2006/0106716 A1) in view of Jones et al. (U.S. Pat. No. 
6,318,537 B1) and further in view of Geib et al. (U.S. Pat. No. 
5,977,395). 

Claim 21 was rejected as being unpatentable over Hurwitz et al., 
(U.S. Pat. Pub. No. US 2006/0106716 A1) in view of Jones et al. (U.S. 
Pat. No. 6,318,537 B1) and further in view of Geib et al. (U.S. Pat. No. 
5,977,395) and Harris (US Pat. No. 5,067,928). 

Request for Allowance of Claim 29 

Claim 29 was indicated as rejected on the Office Action summary 
sheet, but otherwise the action was silent on the status of claim 29, and 
this claim is deemed to be allowed as depending on claim 1 1 . The 
Examiner's confirmation of this in the next Office action is respectfully 
requested. 

Rejoinder of Claims 10 and 22 

In making the restriction requirement in the Office action of January 
5, 2007, at page 2, in the last paragraph the Examiner said "Upon 
allowance of a generic claim, Applicant will be entitled to consideration of 
additional species which depend from or otherwise require all of the 
limitation of an allowable generic claim as provided by 37 C.F.R. 1.141." 
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Claim 10 is a species claim that depends on allowed claim 1, which 
is generic. Therefore, claim 10 should be rejoined and allowed on the 
next action under 37 C.F.R. 1.141 and MPEP 821.04. 

Claim 22 is a species claim that depends on claim 18, which is 
generic. Therefore, claim 22 should be rejoined and allowed on the next 
action under 37 C.F.R. 1.141 and MPEP 821.04, subject to the 
allowance of claim 18 as will be discussed below. 

STATEMENT REGARDING COMMON OWNERSHIP 
UNDER MPEP 706.02 (I) (2) 

The undersigned, a duly registered practitioner before the U.S. 
Patent and Trademark Office, hereby states for the record, that at the 
time of the invention herein, the base reference Hurwitz et al., (U.S. Pat. 
Pub. No. US 2006/0106716 A1) cited in the rejection, and the present 
application were commonly owned by De La Rue pic, a corporate entity 
organized and existing in the United Kingdom with an office in 
Basingstoke, England. 

Based on the above statement of common ownership the Hurwitz 
et al. patent publication is removed as a reference in this examination. 
MPEP 706.02 (I) (2). 
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BACKGROUND OF THE COMMON OWNERSHIP ISSUE 

Hurwitz et al., (U.S. Pat. Pub. No. US 2006/0106716 A1) is cited in 
the Office action under 35 U.S.C. 103 (a) via 35 U.S.C. 102(e). 

The USPTO Manual of Patent Examining Procedure, Sec. 706.02 
(I) (1) explains: 

"Enacted on November 29, 1999, the American Inventors Protection Act 
(AIPA) added subject matter which was prior art under former 35 U.S.C. 103 via 35 
U.S.C. 102(e) as disqualified prior art against the claimed invention if that subject 
matter and the claimed invention "were, at the time the invention was made, owned 
by the same person or subject to an obligation of assignment to the same person." 
(our emphasis) 

The Manual of Patent Examining Procedure, Sec. 706.02 (l)(2) 
provides: 

"The question of whether common ownership exists at the time the claimed invention 
was made is to be determined on the facts of the particular case in question. ". . . 

"I. DEFINITION OF COMMON OWNERSHIP 

"The following examples are provided for illustration only: 

Example 1 

Parent Company owns 100% of Subsidiaries A and B 

- inventions of A and B are commonly owned by the Parent Company." 

The Hurwitz et al. '716 published application was owned by De La 
Rue International Ltd., as shown on the front page of the WIPO 
publication WO/2004/023255 A2 referred to on the front page of the '716 
publication, and in the assignment records of the USPTO. At all times 
relevant to the date of invention, the present application, was owned by 
La Rue Cash Systems Inc. These two companies were owned 100 
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parent by De La Rue pic as shown in the annual reports of De La Rue 
pic available at http://www.investis.com/dlar/fininfo/reports/ar 2003 and in 
the annual report pages, two pages of which are attached as Appendix 
A. The relevant time is April 10, 2003, the priority date herein, but these 
facts were also true on the filing date of the present application. 

MPEP, Sec. 706.02(1) (2) further provides: 



"II. EVIDENCE REQUIRED TO ESTABLISH COMMON OWNERSHIP 

"The statement concerning common ownership should be clear and conspicuous 
(e.g., on a separate piece of paper or in a separately labeled section ) in order to 
ensure that the examiner quickly notices the statement. Applicants may, but are not 
required to , submit further evidence, such as assignment records, affidavits or 
declarations by the common owner, or court decisions, in addition to the above- 
mentioned statement concerning common ownership. 

"For example, an attorney or agent of record receives an Office action for Application 
X in which all the claims are rejected under 35 U.S.C. 103(a) using Patent A in view 
of Patent B wherein Patent A is only available as prior art under 35 U.S.C. 102(e) , (f), 
and/or (g). In her response to the Office action, the attorney or agent of record for 
Application X states, in a clear and conspicuous manner, that: 

'Application X and Patent A were, at the time the invention of Application X was 
made, owned by Company Z.' 

"This statement alone is sufficient evidence to disqualify Patent A from being used in 
a rejection under 35 U.S.C. 103(a) against the claims of Application X." (our 
emphasis) 

After the disqualification of the Hurwitz et al. prior art, the remaining 
references are the same references cited before the Appeal in this action 
that led to the allowance of claims 1-9 and 11-17. It is noted that the 
status of the Hurwitz et al. patent application is that it is abandoned . 
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Therefore, there is no question of double patenting because, the Hurwitz 
et al. 716 application will not issue as a U.S. patent. 

REMARKS CONCERNING THE PATENTABILITY OF CLAIMS 13-28 
OVER THE REMAINING PRIOR ART 

The method claims, as amended, are patentable over the 
remaining prior art for the reasons already set forth at length in the 
Appeal Brief at pages 41-53 and in the Reply to the Office Action of 
October 1, 2009 at pages 11-24 of the Remarks. A minor amendment 
has been made to claim 18 under 35 U.S.C. 112, second paragraph. 



In view of the Amendment and Remarks, reconsideration of the 
application is respectfully requested. After the Amendment, claims 1-9, 
and 11-17 have been allowed. Claim 29 is also deemed allowed subject 
to confirmation by the Examiner. Rejoinder and allowance are requested 
for claim 10 as being dependent on allowed claim 1. Claims 18-21 and 
23-29 are still pending and are seen as allowable. Rejoinder for claim 
22 is requested, and a Notice of Allowance for claims 1-29 is earnestly 
solicited. 



CONCLUSION 




Respectfully submitted, 



Michael J. iv}t><Sovern 
Reg, No. 28^326 



Boyle Fredrickson S.C. 
840 N. Plankinton Ave. 
Milwaukee, Wl 53203 
(414) 225-6317 
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Principal Subsidiaries, 

Branches and Associated Companies 



The companies md brand* listed on ih twi pag< include Ih nci| i 1 i id assets of the 

i i 1 i i ill II be til n i iinual Return 



EUROPE 
United Kingdom 

Do La Rue I Inklings pic 



I i 1 pen Limn .1 

i i irr 'ii " i illin | Inli laliona! Limi - 

Oaniclol Groiijj pit 



Holding and yeneial cornmeicia! activities 
i i \ i 

it. mil ii nut Hi H i h n muling 
products and services, identity systems, 

' i _ i j I l_ _ [ 

Holding company 
Holding company 
Holding company 
Property holding company 
Consultancy 
Lottery operator 



Channel Islands 



the Rumhill a my I i 

De La Ruo (Guernsey) Limited 







General commercial company 



De La Rue Cash Systems N.V. 
Ireland 



Distribution, service and marketing 



De La Rue SrnurLl 
Lie I a I'n- ' ash : - f -.i.-ni Limit, ..I 




De La Rue Cash Systems 
France 



je trance I lolciiugs SAS 
le Cash Systems S.A, 



De La Rue Cash Systems GmbH 
De La Rue Systems GmbH 



Property company 
ill ' i i ii 



h I, i i rl 



La Ru i mi I 

The Netherlands 



ie Apoio a F.missao Monitarta S.A. 



De La Rue Systems 



Currency printing 
Manufacturing, distribution, s 
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be La Rue Cash Systems AB S-iJ'A.'i^"--' 
Switzerland 


Marnilaoti.ii aoh li lulpmenl 


100 


: 

rhomas De La Rue A.G. 
l idink S.A. 

De La Rue Cash Systems AG 

De La Rue International Limited Swios LSiancli 

NORTH AMERICA 
United States of America 


llolaing oompany 
Security ink marketing 
Distribution, service and marketing 

> i 1 1 | a ut i ma principally 

lot cash handling promiots and solutions 


33.33* 
100 


Sequoia Voting Systems, In. 
Do La Rue Global Services Inc. 


, n , 

Holding company 

Mamiiaoiuie ol voting equipment and related software 

Dr ,i(i,i assembly di tnbulion marketing and identity systems 


100 
100 


De La Rue Systems ! irmmd Partnership 
Ciiuency Systems Inleriinlion il Inr 

Canada 


Assembly of casli handling products 
Assembly arid sale of cash handling products 


100 

too 


De La Rue Casli Systems Inc. 

SOUTH AMLRICA 
Brazil 


Distribution, service and marketing 


100 


De La Rue Cash Systems t.imitada 
Mexico 


Distribution, service and marketing 


100 


De La Rue Mexico, S.A. tie C.V. 

AFRICA 
Kenya 


Distribution, marketing and identity systems 


too 


De La Rue Currency & Seoul ity Print Limited 
South Africa 


Security printing 


100 


De La Rue South Africa (Proprietary) Limited 

FAR EAST 
Australia 


Distribution, service and marketing 


100 


Cash Syst Ply Limited 

Hong Kong 


Distribution, service and marketing 


100 


De La Rue Systems Limited 
Malay ;ia 


Distribution, service and marketing 


100 


De I a Rue (Malaysia) Sdn Bhd 
Sri Lanka 


Identity systems 


100 


Do ; a K.i.i Lanka Currency and 
Thailand 


Seoai ity printing 


60 


De La Rue (Thailand) Limited 


Distribution, service and marketing 





: 'Associated company ■ 
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